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I. TRADE-MARKS GENERALLY. 


I. NATURE OF A TRADE-MARK 
1. Definition 
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2. Distinguished from Trade Name or Sign. 
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THat May BE A TrRADE-MARK. 
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\ lle of a Patented Article. 
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Marks Common to the Trade. 


> & 


Geographical Terms 


Sr LL Lr 


cn 


0 0nwn 3 


‘LE To A TRADE-MARK 
How Established 
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3. Assignment and Devolution. 
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S1. Jurisdiction 

§2. Preliminary Injunction 

§ 3. Defences 
a. Misrepresentation and Fraud. 
b. Estoppel. 
C. Public Policy. 

§ 4. Decree. 
a. Form 
b. Profits. 

“ c. Damages 


d. Violation—Contempt. 
II. REGISTRATION OF TRADE-MARKS 


1. THE APPLICATION 

1. Description of Mark. 
Drawing of Mark. 
Description of Goods. 
Proof of Authority. 
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REGISTRABLE MARKS. 
1. Res Adjudicata. 
Color of Packaye. 
(See I, 2, $1, ante.) 
Descriptive and Generic Terms 
(See I, 2, § 3, ante.) 
Varks Common to the Trade. 
(See I, 2, § 4, ante.) 
Geographical Terms. 
(See I, 2, $5, ante.) 
$6. Conflicting Marks. 
(See I, 4, §§ 2, 3, ante. 
Proper Names. 
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INTERFERENCE. 
OPPOSITION, 
SAL TO REGISTER. 
EEFECT OF REGISTRATION, 
CANCELLATION, 
II. UNFAIR COMPETITION. 
1. NATURE AND Basis OF WRONG. 


Sr. Definition. 


2. Injury to Property. 
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HAT COMPETITION IS UNFAIR. 

1. Imitating Appearance of Article. 
Imitating Structural Features. 
Use of Descriptive and Gecgraphical Terms. 

Trade and Corporate Names. 

Other Instances. 
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ASIS OF LIABILITY. 

1. Intent. 

2. Deception of Purchaser. 
3. Similarity of Business. 
4. Acts of Dealers. 
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I. TRADE-MARKS GENERALLY. 
1. NATURE OF A TRADE-MARK 


/ Je fin tl 


Cr 


, \ “trade-mark” is a distinctive mark, through which the products 
of particular manufacturers, or the commodities of particular merchants, 
may be distinguished from those of others. 

Standard Paint Co. y. Trinidad Asphalt Mfg. Co., 10 


S$ 2. Distinguished from Trade Name or Sign 
\ trade-mark is applied to goods, to indicate their origin \ sign, 
displayed outside a place of business, is not a trade-mark and a suit to 
protect such a sign against imitation can not be sustained, if brought on 
the theory of trade-mark infringement 


Covert, et al. v. Bernat, et al., 187 


4 


2. WHAT May 28! TRADE- MARK 


SI Color Package 


The color of the package in which goods are placed can not consti 
tute a trade-mark for the goods, and the Examiner of Trade-Marks 
properly refused to allow the applicant to describe the mark as appearing 
ym a red package. 

Ix parte, Sinnamahoning Powder Mfg. Co., 204 
$2. Name t Patented Article 

When, during the lifetime of a patent covering a process of manu 
facture, the product has been designated by a descriptive name, the name 

x 
£ 
| 


can not, after the expiration of the patent, be monopolized by the original 
manufacturer. Evidence offered to show that the name, after the expira 
tion of the patent, has a secondary meaning, indicating the latter’s goods, 
is of little weight, since during the continuance of the patent the product 
had no other designation or identifying name and the sole use of the 
name was in connection with the product of the patentee 


Mississippi Wire Glass Co. v. Continuous Glass Press Co., 326 


S J) 
Q I 


z escriptive and Generic Terms 

The settled rule is that no one can appropriate as a trade-mark a 
generic name, or one descriptive of an article of trade, its qualities, 
ingredients, or characteristics, or any sign, word, or symbol which, from 
the nature of the fact it is used to signify, others may employ with 
equal truth 


‘o. v. Trinidad Asphalt Mfg. Co., 10 
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Whether the words “Caslon Bold,” as applied to a peculiar form of 
type, originated by complainant, are a good trade-mark, or are descrip- 


tive, query. 






Keystone Type Foundry Co. vy. National Compositype Co., 22. 



































The words “Choc Home-Spun” are properly refused registration as 
a trade-mark for candy, since descriptive of the goods to which they 
are applied 


e 
ix parte, Croft & Allen Co., 19 
The word “Collier” as applied to dynamite is descriptive, and hence 
not registrable, since it would indicate to the trade that the article is 
intended for use in coal-mining. 
Kx parte, Sinnamahoning Powder Mfg. Co., 294. 
The word “Cream,” as applied to baking powder is not descriptive, 


but constitutes a valid technical trade-mark 
International Food Company v. Price Baking Powder Co., 80. 
The word “Instantaneous” is properly refused registration as a trade- 
mark for measuring-tapes, since it is descriptive of the character or 
quality of the goods 


Kx parte, The Lufkin Rule Co., 96. 


The mark “Inter-Phone” is not registrable as a trade-mark for tele- 
phone switching apparatus, since it describes the goods to which it is 


applic d 


Kx parte, Western Electric Co., 346. 


The words “Lady Like” as applied to shoes are descriptive of the 
character or quality of the goods and, therefore, not registrable as a 
technical trade-mark 


Ex parte, E. B. Piekenbrock & Sons, 134. 


The word “Metropolitan,” as applied to candies, is an arbitrary and 
fanciful term, not descriptive of ingredients or quality, nor indicative of 7 
the place of manufacture and it is, therefore, a valid: trade-mark. 

' 
| 


Reymer & Bros., Inc. v. Huyler’s, 220. 


The words “No Sag” are properly refused registration as a trade- 
mark for hand bags, since they are descriptive of a characteristic of the 
goods. 


In re Freund Bros. & Co., 255. 
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The phrase “Penn nd Profit” is descriptive as applied to candy 


Ex parte, Loft, 342 


A mark consisting of the words “Scotissue Towels” is properly re 
fused registration as a trade-mark for paper toweling because descriptive 
of the goods 


Ix parte, Scott Paper Co., 343 


The term Travelers’ Insurance” is a generic term, indicating a 


special branch or class of insurance. No corporation, by the adoption 
of such a term into its corporate name, can acquire a monopoly in the 
use thereof, nor can it complain of such use by another, except in so 
far as the use-may operate to the actual detriment of the complainant’s 
business 

Travelers’ Insurance Machine Co. vy. Travelers’ Insurance Co. of 


1 


Hartford, Conn., 236 


The word “Trophy” is descriptive ana not registrable as a trade 
mark, since it would indicate to the purchaser that the superior quality 
of the goods to which it was applied had been recognized by the award 


of a prize or trophy 


parte, Meyer Bros. Coffee & Spice Co., 3 


»> 
3< 


\ mark which is descriptive of the goods upon which it is used does 
not lose such quality nor become arbitrary by being misspelled 
| 
l 


The word “Ruberoid” is a mere misspelling of “Rubber-oid” and 


does not constitute a valid trade-mark for a flexible roofing material. 


Standard Paint Co. v. Trinidad Asphalt Mfg. Co., 10 


It is well settled that the foreign equivalent of a descriptive word 
is not registrable. The Spanish word “Elegancia” is, therefore, not 


1 


registrable as a trade-mark 


Ex parte, Julius Wile Sons & Co., 293 


The Esperanto word “Saniga,” meaning sanitary, is not registrable 
for the same reason 


Kx parte, Sanitary Knitting Co., 345 


\ merely descriptive term is not registrable as a trade-mark, be 


cause shown in a distinctive manner 


Ex parte, Loft, 342 
Kx parte, Scott Paper Co., 343. 
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The name applied to a secret remedy by its manufacturer can not 
become generic, so long as the secret is unknown, because it can desig- 
nate only the one preparation. 


Mark Jacobs Vv. Joseph Beecham, 55- 





\ mark does not become a mark of quality nor is it invalidated as 
a trade-mark merely because its use is confined to a single style or grade 
of brush. 


Loonen vy. Dietsch, et al., 278. 


§ 4. Marks Common to the Trade. 

\ mark that, by common use in the trade, has lost its significance 
as an indication of a particular origin, has become publici juris and is no 
longer capable of exclusive appropriation by any user. 

Pflugh, ect al. v. Eagle White Lead Co., tor. 


The representation of a star has been so generally used as a mark 
for beer, as to become publici juris, as applied to those goods. 


Star Brewery Co. v. Val Blatz Brewing Co., 46. 


$5. Geographical Terms. 
\ merely geographical term can not be the subject of exclusive ap- 
propriation as a trade-mark. The cases on the right to use geographical 
terms cited and reviewed. 


John T. Dyer Quarry Co. v. Schuylkill Stone Co., 63. 


The name “Birdsboro Trap Rock” is a combination of a geographical 
with a descriptive term, and as such not a valid trade-mark. 
John T. Dyer Quarry Co. v. Schuylkill Stone Co., 63. 


The word “Chartreuse,” though originally a regional name, is not 
now, in its primary or familiar significance, a geographical term, but is 
a good and valid trade-mark. 


Pere Alfredo Luis Baglin vy. Cusenier Co., 147. 


The word “Celtic” as a trade-mark for tea is not geographical and 
is a registrable trade-mark. 


Kx parte, Acker, Merrall & Condit Co., 130. 


mm fh 
‘- 


The name “Java,” though geographical, has acquired a secondary 
meaning as applied to face powder, or “rice powder” as it is commonly 
called, indicating a particular make thereof. 

Wertheimer, et al. v. Batcheller Importing Co., 114. 


A term that is merely the name of a region or district can not be 
exclusively appropriated by any one person. A dealer in coal, mined in 
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the Owl Creek coal field, is not entitled to monopolize that name for 
his coal, against other dealers in coal from the same region. 
Esselstyn v. Holmes, 167 


3. Titne to A TRApE-MaArK. 


§1. How Established, 
Priority of use determines the right to a trade-name. No length of 
prior use is required. The mere fact of priority is sufficient to establish 


the right. 


Rosenburg, et al. v. Fremont Undertaking Co., 250. 


It is not necessary that the use of a mark be general, or that the 
article be widely known, before trade-mark rights therein arise. It is 
enough that the article with the mark upon it is actually on sale in the 
market, with the intent of the proprietor to continue such use 

Sales of goods by wholesale and retail druggists in Hoboken, Chicago 
and Detroit, from the time the goods were introduced into this country 
from Germany in 1903, suffice to establish a trade-mark, although the 
sales were neither large nor general. 

Breitenbach and F. H. Strong Co. v. Rosenberg, 191. 


oe 


5 §2. Plural Trade-Marks. 

The maker of a line of goods in several grades, who uses a separate 
mark for each grade, can assert an exclusive right in each of such 
marks. The fact that they incidentally designate the different grades or 
qualities of the goods, does not prevent them from indicating origin, 
nor from being properly trade-marks. 

Dixie Cotton Felt Mattress Co., et al. v. Stearns & Foster Co., 59 


, There is no reason for refusing to recognize any number of trade- 
marks, used by the manufacturer to identify his wares, and so understood 
by the public. 

Loonen vy. Dietsch, et al., 278 
| 
x 
i 


§ 3. Assignment and Devolution. 
A naked assignment of a trade-mark, unaccompanied by the transfer 
of any business to which the trade-mark is appurtenant, conveys nothing 


~ 


A trustee in bankruptcy, who closes out the business of the bankrupt and 
sells its assets, thereby extinguishes the good will of the business and 
abandons the trade-mark formerly used in connection therewith. He 
can not thereafter convey a title to the trade-mark. 

Jaysee Corset Company, in Bankruptcy, 315. 


A transfer, by a trustee in bankruptcy, of the good will of a bankrupt 
corporation carries the right to use the trade-name or style under which 
the bankrupt has done business. 
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The above rule applies in the case of a proper name that has become 
the trade-name of a business, where it was not adopted as an assurance 
to the public that the products of the business are the result of the 
peculiar skill of a certain individual. 

James Van Dyk Co., et¢ al. v. F. V. Reilly Co., et al., 317. 


The sale of a business and good will carries the exclusive right, as 
against the vendor, to use the trade-name formerly applied to the product 
of the business, though this be the family name of the vendor. 

Ludwig & Co. v. The Claviola Co., et al., 26. 


\ transfer by the owner of a business of three out of twenty-one 
stores, conducted under and in connection with the use of a trade-name, 
the right to use the trade-name being specifically excepted from the 
transfer,—carries no right to the use thereof. That right remains ex- 
clusively in the grantor, as appurtenant to the ownership of the remaining 
stores 


James Van Dyk Co., et al. v. F. V. Reilly Co., 317 


The title to a mark follows the business, the product of which it 
distinguishes. The business conducted by the Carthusian monks at 
Terragona, Spain, after their expulsion from France, is the legitimate 
successor of that previously carried on by the order. 

The French Law of Associations of July 1, 1901, under which the 
order was dissolved and its members exiled from France, was a mere 
police measure and inoperative to affect property rights of the order 
outside the republic 

The order of the Carthusian monks now located at Terragona, 
Spain, is the lawful owner of the trade-marks registered by the order 
in the United States, prior to the passage of the French Law of Asso 
ciations. Its title thereto is good and valid and its right to enjoin 
infringement thereof 1s unimpaired. 

Pere Alfredo Luis Baglin v. Cusenier Co., 147 
§4. Abandonment. 

The mere disuse of a mark does not work an abandonment. There 
must be an intent to abandon, and such intent is not consistent with a 
continuous and determined assertion of right to the mark. 

Pere Alfredo Luis Baglin vy. Cusenier Co., 147. 

\n abandoned trade-name may be appropriated by any one. Such 
appropriation gives to the one first appropriating it a superior right to 
the use thereof. 


Rosenberg, et al. v. Fremont Undertaking Co., 250 


Where two parties are using a mark at the time of its abandonment 
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by the original owner, neither acquires title to such mark. 
Justin Seubert, Inc. v. A. Santaella & Co., 42. 


§5. Loss by Acquiescence. 

The owner of a trade-mark, who has acquiesced for several years in 
the use of the mark by others in the trade, and specifically in the use 
thereof by one firm, under claim of right thereto as to a mark common 
to the trade, has lost any exclusive right he might have had therein. 

Pflugh, et al. v. Eagle White Lead Co., rot. 


4. INFRINGEMENT, 


$1. What Constitutes Infringement. 
Identity of trade names is not necessary to infringement. It is 
enough that the resemblance is calculated to deceive persons of ordinary 


caution, as to those with whom they are dealing 


Rosenburg, et al, v. Fremont Undertaking Co., 250. 


Labels alike only in features that are common to the trade concerned, 
held not to conflict. 


Pflugh, et al. v. Eagle White Lead Co., tor. 


§ 2. Conflicting Marks. 
The marks “A 1” and “AA” are so similar that their concurrent use 
upon goods of the same descriptive properties would be likely to cause 
confusion in the minds of purchasers. 


Craver’s Sons vy. Conklin & Son, 135. 


The mark “Amber Bead” so nearly resembles the mark “Amber” as 
to be likely to cause confusion, if their contemporaneous use on goods 
of the same descriptive properties were permitted. 


Ex parte, Independent Breweries Co., 335. 


The combination, “Birdsboro Trappe Rock,” if it is to be regarded 
as arbitrary and a valid trade-mark, is not infringed by the descriptive 
use of the term “Birdsboro Trap Rock.” 


John T. Dyer Quarry Co. v. Schuylkill Stone Co., 63. 
Registration of the word “Creo-Carbolin” is properly refused, be- 
cause of its similarity to the previously registered mark “Carbolineum” 
for the same class of goods. Its use would be likely to cause confusion 

or mistake in the minds of the public. 
In re Barrett Mfg. Co., 122. 


The mark “Chologestin” so closely resembles “Chologen” as to be 
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likely to produce confusion in trade when used upon goods of the same 





























general description. 


Breitenbach and F. H. Strong Co. v. Rosenberg, tor. 


The trade-name “Fremont Undertaker” is infringed by the use of 
the name “Fremont Undertaking Company.” 
Rosenburg, et al. v. Fremont Undertaking Co., 250. 


, 

The words “Lady Like” are properly refused registration for shoes, 

in view of the prior registration of the words “The Lady Lee Shoe.” 
Kx parte, FE. B. Piekenbrock & Sons, 134. 
\ mark consisting of an ornamental panel, having in the center 
thereof the representation of a lion, surrounded by a smaller ornamental 
panel and with the words “Lion Brand” and “Illione,” respectively, above 
and below it, is properly refused registration by reason of prior regis- 
tration of a mark consisting of the representation of a lion rampant 
upon a shield, surrounded by a circle and the words, “Puritas et cura. 

De) eee OG. 

Ix parte, Fortuna and Magro, 141. 


The word “Maploma” for syrup is properly refused registration, in 
view of the prior registration of the word “Mapleine,” for goods of the 
same descriptive properties. 


showing the representation of a waitress, in Quaker or Puritan costume. 
carrying a tray bearing cups, as to deceive purchasers and cause confu 
sion in the trade 

Nestle & Anglo-Swiss Condensed Milk Co. v. Walter Baker & 


Co., Limited, 90 


The marks “Optimates,” “Optimo” and “La Optima” are so similar, 
not only in appearance but in meaning and origin, that they must be con 
sidered the same in law. 


Justin Seubert, Inc. v. A. Santaella & Co., 42. 


Prior use of the word “Sozodont” as a trade-mark for tooth paste 
constitutes no ground for refusing registration of the word “Kalodont” 
as a trade-mark for the same class of goods, since there is no misleading 


resemblance between these words. 


BF. A. Sarg’s Sohn & Co. v. Hall & Ruckel, 4o. 


The words “Sunshine” and “Sunbeam” are so similar, that their con 


Kx parte, Price Flavoring Extract Co., 200. 

\ mark consisting of the words “Milkmaid Brand” and the repre 

sentation of a milkmaid in Swiss costume, supporting one pail on her 

head and carrying another in her hand, is not so similar to a mark 
ly 





” 
Lo 
.* 


LR 


DIGEST 15 
temporaneous use upon goods of the same descriptive properties would 
be likely to cause confusion in the minds of the public and to deceive 


purchase rs. 


Ex parte, Austin Nichols & Co., 128 


Trade-marks for wire rope, consisting respectively of “a vellow stripe 
of uniform width spirally disposed around the surface,” and of a cor 
responding blue stripe, are so like to a mark consisting of a red stripe 
similarly placed, that the contemporaneous use of either of the first 


two 


with the last mark would be ely to cause confusion m the minds of the 
public and to deceive purchasers 

\. Leschen & Sons Rope Co. v. Broderick & Bascom Rope Co., 37 

\. Leschen & Sons Rope Co. v. American Steel & Wire Co. of 

New Jersey, je 


The mark of the applicant consists of the representation of an elephant 
standing upon its hind legs, wearing trousers and a coat, and holding 
in one elevated foot a pair of scissors, a piece of cloth being thrown 
over the other foreleg. The mark of the opponent consists of a cor 
ventional representation of an elephant and the words “Elephant Brand.” 
There is, therefore, no likelihood of confusion between the two 


Collins & Co. v. Meyer, 337 


\ checked pattern 1m ressed upon one tace of the head of a horse 
nail, is a good and valid trade mark and is infringed by a like pattern, 
displayed in the form of two triangles, separated by a third, triangular, 


plain surface 


Capewell Horsenail Co. v. Green, et al., 205 


The fact that one mark shows a duplication or multiplication of 
the sole or principal feature in another mark is not, in itself, conclusive 
against registration, since the arrangement or manner in which the units 


are displayed may become the predominating feature in such a mark 


A trade-mark consisting of the representation of twenty milk. cans 


arranged in the are of a circle with a tub lying upon its side at the 
middle of the row, so nearly resembles a registered mark, consisting 
of the representation of a single milk can, as to be likely to cause con 
fusion in the minds of the publi 


Ex parte, Dry Milk Co., 


=) 
= 
wd 


White lead and calcimine are not goods of the same descriptive 
properties. The test is, whether the use of similar marks on the two 
articles is calculated to mislead an ordinary person seeking to buy white 
lead, into buying calcimit 


\ 


luralo Co. v. National Lead Company, 50 
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Preserved fish are not goods of the same descriptive properties with 


























biscuits and breakfast cereals. 


Johnson Educator Food Co. v. Sylvanus Smith & Co., Inc., 124. 








A trade-mark for coffee is properly refused registration because of 
conflict with a mark similar thereto, previously registered for cocoa, 
since these are goods of the same descriptive properties. 

Ex parte, Austin Nichols & Co., 128. 


Olive-oil and cotton-seed oil for culinary purposes are goods of the 
same descriptive properties. 

Ex parte, Fortuna and Magro, 141. 

Beer and a beverage “prepared in part from malt and containing 


less than one-half of one per cent of alcohol” are goods of the same 
descriptive properties, within the meaning of section five of the Trade- 
Mark Act. 

Ex parte, Independent Breweries Co., 335. 


“Syrup, syrup compounds and syrup substitutes” are goods of the same 
descriptive properties with a maple flavoring compound. 
Ex parte, Price Flavoring Extract Co., 200. 


and the use of the mark on the latter would tend to confuse purchasers 
of the former. 


Reymer & Brothers, Inc. v. Huylers, 220 
5. Suits FoR JNFRINGEMENT. 


§1. Jurisdiction. 
A federal court has jurisdiction of a suit brought to assert a right 
acquired by the registration of a trade-mark under the federal statute. 


The right to use a mark on half pound hoxes of chocolates and 
bon bons is infringed through the application thereof by another to 
cakes of sweet chocolate. These are goods of the same general class 


Pere Alfredo Luis Baglin v. Cusenier Co., 147. 


In an action between citizens of the same state, a federal court has 
jurisdiction to try only the issue of infringement of a registered trade- 
mark. It can not entertain the issue of unfair competition. 

Thaddeus Davids Co. v. Cortlandt I. Davids, et al., 215. 


A federal court has jurisdiction of a suit for trade-mark infringe- 
ment and unfair competition,. between the citizens of a foreign country 
and a corporation organized under the laws of a state. 


Pere Alfredo Luis Baglin v. Cusenier Co.. 147 
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When a federal court has jurisdiction of a suit between citizens of 
the same state to enjoin infringement of a registered trade-mark, it will 
take jurisdiction to enjoin also acts of unfair competition which are not 
separable from the acts of infringement, but form part of one entire 
course of conduct. When, however, the acts are separable and inde- 
pendent, the jurisdiction of the court can not be extended beyond those 
acts which relate to infringement of trade-mark. 

Whether, in such a case, the Court can enjoin future acts amounting 
to unfair competition only, query? 

Ross v. H. S. Geer Co., 310. 


In a suit between citizens of different states, based on alleged infringe- 
ment of a registered trade-mark and unfair competition in trade, the 
Supreme Court has jurisdiction to review the decision of the Circuit 
Court of Appeals upon both issues. 

Standard Paint Co. v. Trinidad Asphalt Mfg. Co., 1o. 


A suit broug‘it to restrain infringement of a trade-mark can not be 
sustained as one for unfair competition. 


Covert, et al. v. Bernat, et al., 187. 


§ 2. Preliminary Injunction. 

When the only infringement shown is the use of the trade-mark in 
advertising in a single instance and there is no evidence of intent to repeat 
the offence, a preliminary injunction should be denied, with the privilege 
of renewing the motion in case of further infringement. 

Waterproofing Co. v. Neal Farnham, Inc., et al., 233. 


Where the use of the offending label has been discontinued, and the 
defendant declares that he has no intention of resuming its use, a pre- 
liminary injunction should be denied, with leave to renew, should the use 
be resumed 

Coane v. Netter, 288 


In a suit for infringement of a trade-mark of doubtful validity, a 
preliminary injunction was denied, on condition that the defendant give 
security for any damage that might be suffered by the complainant, should 
the final decree be in his favor 

Coane v. Netter, 288 


§ 3. Defences 


(a) Misrepresentation and Fraud. 
The commercial use of the Red Cross, as indicating that the goods 
to which it is applied are produced under sanitary conditions, is so well 
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understood, that the use of the symbol as a trade-mark for tooth brushes 
can not be regarded as involving a representation that the Red Cross 
Society is in any way concerned with the production or sale of such 
brushes 


he use of the words “Red Cross Brush” is no more deceptive than 
the use of the symbol. 


Loonen \ Dietsch, et G:;. 27 


OC 


The use of the word “patent” in the name of an unpatented secret 
remedy, is not a misrepresentation, but a cominonly recognized use of 
the word 
The retention of a statement in circulars as to the place of manufac 
ture, is not a material misrepresentation, although the goods are no 
longer made exclusively at that place 
either is the failure to entirely eliminate therefrom the name of 
aintiff’s predecessor as the maker of the goods 


Mark Jacobs v. Joseph Beecham, 55 


The retention and use of the name of a deceased owner of the busi 
ness, the issuance of advertising matter over what purports to be his 
signature, and other simulations of the personality of the deceased, under 
om the good will of the business had been created, are such fraudulent 


misrepresentations as will bar relief against one who trespasses upon that 
Hazlett v. Pollack Stogie Co., et al., 22u 


Misrepresentations which had to do with the food value of a bread 
and which were stopped long before the suit was brought, are no defence 
to an action for wilful and deliberate deception of the public, through 
the imitation of the same bread 


George G. Fox Co. v. Best Baking Co., e¢ al., 


The use of a merely descriptive, pharmaceutical designation for a 


remedy will not be enjoined, where the complainant has been guilty of 
gross fraud in the advertising of his remedy, and where the name is 
itself deceptive as to the ingredients of the preparation 


Leach v. Scarff, 286 
lt is no fraud upon the public to continue the use of a trade-name 


under which teas and coffees have been sold, notwithstanding the dis 
charge of the employee who formerly mixed them, followed by some 
thanges in the price and grade of the goods. 

James Van Dyck Co., et al. v. F. V. Reilly Co. et al., 317 


(b) K stop] el 


The defendant who relies upon complainant’s acquiescence to work 
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an estoppel in his favor and to secure him immunity in the infringement 
of the complainant’s mark, must prove such estoppel by a fair prepon 
derance of evidence. 


Capewell Horsenail Co. v. Green, et al., 205. 


(c) Public Policy. 

The use of the red cross as a trade-mark, during a period in which 
the use thereof has been definitely legitimatized by act of Congress, 
can not be treated as contrary to public policy. 

Loonen y. Dietsch, et al., 278 


4 


Decree 


LF 
> 


(a) Form 
\ writ of injunction is inthe usual form, which enjoins not only the 
precise design found to infringe, but any other which shall similarly 
infringe 


Capewell Horsenail Co. v. Green, et al., 205 


Where a decree is granted in favor of the complainant, he is entitled 


to an accounting of the defendant's profits, unless the court be con 


] 


vinced in advance that the complainant will be unable to establish the 


amount of such profits 


Florence Mfg. Co. v. Dowd, et al., 280. 


suit to recover for joint and several infringements against a 

mber of defendants, the decree properly grants complete relief, by 

awarding all the profits which the defendants have jointly and severally 
made from the i fring ment 


Capewell Horsenail Co. v. Green, e¢ al., 205 


One who unwittingly buys and sells spurious goods bearing another's 


but who, when notified of the infringement, desists immediately 


m irk, 
from the sale, though liable to injunction, should not be mulcted in dam 
ages nor obliged to pay costs unnecessarily incurred by the complainant 
Wc Injunction should he s framed as to show the defendant's good faith 


Peerless Rubber Mfg. Co. v. Nichols, et al., 163 


(d) Violation—Contempt 


The use of the words “Peres Chartreux” held not to be a violatio1 
f the injunction granted the court below, though the propriety of 
Stic] Ise is questionabt 


re Alfredo Luis Baglin v. Cusenier Co., 147 
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I]. REGISTRATION OF TRADE-MARKS. 
1. THe APPLICATION, 


§1. Description of Mark. 
The color of the package in which goods are placed can not constitute 
a trade-mark for the goods, and the examiner properly refused to allow 
the applicant to describe the mark as appearing on a red package. 
Ex parte, Sinnamahoning Powder Mfg. Co., 294. 


2. Drawing Oo} Mark. 
Where the application states that the color of the mark is not claimed, 
the examiner properly objected to the lining of the drawing to indicate 
color. 


Ex parte, Austin Nichols & Co., 128. 


The trade-mark sought to be registered was shown in the drawing 
in two different forms. The requirement that one of these forms be 
cancelled was proper. 


Kx parte, Atsatt Bros., 108. 


\n applicant will not be permitted to modify the mark originally 
shown in the drawing by the elimination of a fanciful, arbitrary and 
salient feature thereof, unless there be filed a disclaimer of such feature, 
verified by the applicant. 


Ex parte, Wayne Poultry Tonic Co., 129. 


S 3 Description of Goods. 

The definition of the particular description of goods must not be so 
broad as to include goods to which the trade-mark is not applied, yet it 
need not be so narrow as to necessarily exclude goods on which the 
mark is used. 


Ex parte, Columbia Cotton Oil and Provision Corporation, 126. 


The terms “pressure lamps” and “portable merchandise units com- 
monly known as gasolene, incandescent lighting systems” in the particular 
description of goods are sufficiently definite. 

An objection to a particular description of goods on the ground of 
indefiniteness is reviewable on petition. 


Ex parte, Windhorst & Co., 201. 


§ 4. Proof of Authority. 

Where a label is sought to be registered by the executor or ad- 

ministrator of the owner, proof of the authority of such executor or 
administrator should be filed, as required in the ease of patents. 

Ex parte, Yankauer, Yankauer & Yankauer, 208. 


ct 
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2. REGISTRABLE MARKS 


S1. Res Adjudicata 
In a suit for infringement of a registered trade-mark, the Supreme 
Court of the United States held that the registration was invalid. On 
an application for registration of the mark used by the defendant in the 
suit, the decision of the Court is not decisive of the right to register. 


\. Leschen & Sons Rope Co. v. Broderick & Bascom Rope Co., 37 


S$ 2. Color of Package 
(See I, 2, § vite.) 
3 De scriptive and Generic lerms 
(Sec | y lilté. ) 
$4. Marks Co to the Trade 
(See | YS 4, dite 
$= Geographical Terms 
(See I, 2, § mite 
$6 Conflicting Marks 
(See I, 4, §$§ 2, 3, ante.) 
S$ 7 Proper Name 
, bé ” 1 . 1 ¢ 
The name “Brown” is a common surname and is not rendered reg 
istrable by prefixing thereto the word “Deacon.” 


The name “Deacon Brown” in script type, with a scroll extending 


across all the letters except the “D” and having the letters “D” and “B” 


} 
connected 


across the top by two flourishes, is not in such a distinctive 


form as to be registrable s trade-mark 


In re Artesian Manufacturing Co., 53. 


The ordinary surname “Collier” is not rendered registrable by placing 
it on a red package 
Xx parte, Sinnamahoning Powder Co., 294 


The word “Copyright” is properly refused registration as a trade 


inark, since its use would be likely to convey to the mind of the pur 
chasing public the impression that the goods had received the approval 
of the Government 


Xx parte, The Blish Milling Co., 136 


4 1 1 . 7 
\ mark not recognized as a trade-mark at common law is registrabl 





THE TRADE-MARK REPORTER 


same descriptive properties with 


h are not goods of the 


Preser < | msn 
breakfast cereals 
Sylvanus Smith & Co., Inc., 124 


biscuits and 
Johnson Educator Food Co. \ 


refused registration because of 


cocoa, 


\ trade-mark for coffee is properly 


similar thereto, registered for 


previously 


conflict with a mark 
since these are goods of the same descriptive properties. 
Ex parte, Austin Nichols & Co., 128. 


Olive-oil and cotton-seed oil for culinary purposes are goods of the 


same descriptive properties. 
Ex parte, Fortuna and Magro, 141. 


Beer and a beverage “prepared in part from malt and containing 
less than one-half of one per cent of alcohol” are goods of the same 


descriptive properties, within the meaning of section five of the Trade- 


Mark Act. 
Ex parte, Independent Breweries Co., 335. 


“Syrup, syrup compounds and syrup substitutes” are goods of the same 


descriptive properties with a maple flavoring compound. 
Ex parte, Price Flavoring Extract Co., 200 


The right to use a mark on half pound boxes of chocolates and 


bon bons is infringed through the application thereof by another to 
These are goods of the same general class 


cakes of sweet chocolate. 
and the use of the mark on the latter would tend to confuse purchasers 


of the former. 
Reymer & Brothers, Inc. v. Huylers, 220 


Suits FOR JNFRINGEMENT. 


- 


> 


§1. Jurisdiction. 
A federal court has jurisdiction of a suit brought to assert a right 


acquired by the registration of a trade-mark under the federal statute. 
Pere Alfredo Luis Baglin v. Cusenier Co., 147. 


In an action between citizens of the same state, a federal court has 


jurisdiction to try only the issue of infringement of a registered trade- 


mark. It can not entertain the issue of unfair competition. 
Thaddeus Davids Co. v. Cortlandt I. Davids, et al., 215. 


A federal court has jurisdiction of a suit for trade-mark infringe- 
ment and unfair competition, between the citizens of a foreign country 


and a corporation organized under the laws of a state. 
Pere Alfredo Luis Baglin v. Cusenier Co.. 147 
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/ 


When a federal court has jurisdiction of a suit between citizens of 
the same state to enjoin intringement of a reg stered trade-mark, it will 
take jurisdiction to enjoin also acts of unfair competition which are not 


separable from the acts of infringement, but form part of one entire 
course of conduct. When, however, the acts are separable and inde 
pendent, the jurisdiction of the court can not be extended beyond those 
acts which relate to infringement of trade-mark. 
Whether, in such a case, the Court can enjoin future acts amounting 
o to unfair competition only, query ? 
Ross v. H. S. Geer Co., 310 


In a suit between citizens of different states, based on alleged infringe- 
ment of a registered trade-mark and unfair competition in trade, the 
Supreme Court has jurisdiction to review the decision of the Circuit 
Court of Appeals upon both issues. 

Standard Paint Co. v. Trinidad Asphalt Mfg. Co., ro. 


panne i 


A suit broug‘it to restrain infringement of a trade-mark can not be 
sustained as one for unfair competition. 


: Covert, et al. v. Bernat, et al., 187. 


§ 2. Preliminary Injunction. 

When the only infringement shown is the use of the trade-mark in 
advertising in a single instance and there is no evidence of intent to repeat 
the offence, a preliminary injunction should be denied, with the privilege 

. of renewing the motion in case of further infringement. 
Waterproofing Co. v. Neal Farnham, Inc., et al., 233. 


Where the use of the offending label has been discontinued, and the 

defendant declares that he has no intention of resuming its use, a pre- 

z liminary injunction should be denied, with leave to renew, should the use 
be resumed 

Coane v. Netter, 288. 


In a suit for infringement of a trade-mark of doubtful validity, a 
preliminary injunction was denied, on condition that the defendant give 
security for any damage that might be suffered by the complainant, should 
the final decree be in his favor 
4 Coane v. Netter, 288. 


§3. Defences. 


(a) Misrepresentation and Fraud. 
The commercial use of the Red Cross, as indicating that the goods 
to which it is applied are produced under sanitary conditions, is so well 
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understood, that the use of the symbol as a trade-mark for tooth brushes 
can not be regarded as involving a representation that the Red Cross 
Society is in any way concerned with the production or sale of such 
brushes. 

The use of the words “Red Cross Brush” is no more deceptive than 
the use of the symbol. 

Loonen v. Dietsch, et al., 278 

The use of the word “patent” in the name of an unpatented secret 
remedy, is not a misrepresentation, but a cominonly recognized use of 
the word. 

The retention of a statement in circulars as to the place of manufac 
ture, is not a material misrepresentation, although the goods are no 
longer made exclusively at that place 

Neither is the failure to entirely eliminate therefrom the name ot 
plaintiff's predecessor as the maker of the goods. 


Mark Jacobs v. Joseph Beecham, 55 


The retention and use of the name of a deceased owner of the busi 
ness, the issuance of advertising matter over what purports to be his 
signature, and other simulations of the personality of the deceased, under 
whom the good will of the business had been created, are such fraudulent 
misrepresentations as will bar relief against one who trespasses upon that 
sood will 


Hazlett v. Pollack Stogie Co., et al., 22 


Misrepresentations which had to do with the food value of a bread 
and which were stopped long before the suit was brought, are no defence 
to an action for wilful and deliberate deception of the public, through 
the imitation of the same bread. 


( 


George G. Fox Co. v. Best Baking Co., et al., 245 

The use of a merely descriptive, pharmaceutical designation for a 

remedy will not be enjoined, where the complainant has been guilty of 

gross fraud in the advertising of his remedy, and where the name is 
itself deceptive as to the ingredients of the preparation 


Leach v. Scarff, 286 


[t is no fraud upon the public to continue the use of a trade-name 
under which teas and coffees have been sold, notwithstanding the dis 
charge of the employee who formerly mixed them, followed by so-ne 
changes in the price and grade of the goods. 

James Van Dyck Co., et al. v. F. V. Reilly Co. et al., 317 
(b) Estoppel. 
The defendant who relies upon complainant’s acquiescence to work 
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an estoppel in his favor and to secure him immunity in the infringement 
of the complainant’s mark, must prove such estoppel by a fair prepon- 
derance of evidence. 


Capewell Horsenail Co. v. 





Green, et al., 205. 


(c) Public Policy. 

The use of the red cross as a trade-mark, during a period in which 

the use thereof has been definitely legitimatized by act of Congress, 
can not be treated as contrary to public policy. 










Loonen v. Dietsch, et al., 278. 


mag 





[ Jecree. 


(a) Form. 









\ writ of injunction is in the usual form, which enjoins not only the 
precise design found to infringe, but any other which shall similarly 
infringe. 


Capewell Horsenail Co. v. Green, et al., 205. 









(b) 

Where a decree is granted in favor of the complainant, he is entitled 
to an accounting of the defendant's profits, unless the court be con 
vinced in advance that the complainant will be unable to establish the 


amount of such profits. 


Profits 









Florence Mfg. Co. v. Dowd, et al., 280. 








ln a suit to recover for joint and several infringements against a 





number of defendants, the decree properly grants complete relief, by 
awarding all the profits which the defendants have jointly and severally 
made from the infringement 







Capewell Horsenail Co. v. Green, et al., 205. 










(c) Damages 








One who unwittingly buys 





and sells spurious goods bearing another’s 
mark, but who, when notified of the infringement, desists immediately 





from the sale, though lable to injunction, should not be mulcted in dam 






ages nor obliged to pay costs unnecessarily incurred by the complainant. 
The injunction should be so framed as to show the defendant’s good faith. 
Peerless Rubber Mfg. Co. v. Nichols, et al., 163. 
















(d) Violatio1 





Contempt. 








The use of the words “Peres Chartreux” held not to be a violation 
if the injunction granted in the court below, though the propriety of 


such use 1s questionabl 


Pere Alfredo Luis Baglin vy. Cusenier Co., 147. 
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Il. REGISTRATION OF TRADE-MARKS. 





THE APPLICATION. 


§1. Description of Mark. 
The color of the package in which goods are placed can not constitute 
a trade-mark for the goods, and the examiner properly refused to allow 
the applicant to describe the mark as appearing on a red package. 
Ex parte, Sinnamahoning Powder Mfg. Co., 294. 


§2. Drawing of Mark. 

Where the application states that the color of the mark is not claimed, 
the examiner properly objected to the lining of the drawing to indicate 
color. 

Ex parte, Austin Nichols & Co., 128. 


The trade-mark sought to be registered was shown in the drawing 
in two different forms. The requirement that one of these forms be 
cancelled was proper. 

Ex parte, Atsatt Bros., 108. 


An applicant will not be permitted to modify the mark originally 
shown in the drawing by the elimination of a fanciful, arbitrary and 
salient feature thereof, unless there.be filed a disclaimer of such feature, 
verified by the applicant. 

Ex parte, Wayne Poultry Tonic Co., 120. 


§ 3. Description of Goods. 

The definition of the particular description of goods must not be so 
broad as to include goods to which the trade-mark is not applied, yet it 
need not be so narrow as to necessarily exclude goods on which the 
mark is used. 

Ex parte, Columbia Cotton Oil and Provision Corporation, 126. 


The terms “pressure lamps” and “portable merchandise units com- 
monly known as gasolene, incandescent lighting systems” in the particular 
description of goods are sufficiently definite. 

An objection to a particular description of goods on the ground of 
indefiniteness is reviewable on petition. 

Ex parte, Windhorst & Co., 201. 


§4. Proof of Authority. 

Where a label is sought to be registered by the executor or ad- 

ministrator of the owner, proof of the authority of such executor or 
administrator should be filed, as required in the vase of patents. 

Ex parte, Yankauer, Yankauer & Yankauer, 208. 
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REGISTRABLE MARKS. 


‘ § # Res . {djudicata 











In a suit for infringement of a registered trade-mark, the Supreme 
Court of the United States held that the registration was invalid. On 
an application for registration of the mark used by the defendant in the 
suit, the decision of the Court is not decisive of the right to register. 

















\. Leschen & Sons Rope Co. v. Broderick & Bascom Rope Co., 37 






Color of Package 
(See 







I, 2, $1, ante.) 





Descriptive and Generic Terms. 
( See 







I, 2, § 3, ante.) 





Varks Common to the Trade. 


(See I, 2, § j, dite 








Geographical 7 eri 
(See I, 2, § 5, ante 


r 











Conflicting Marks. 


(See I, 4, §$§ 2, 3, ante.) 








$7. Proper Names 








The name “Brown” is a common surname and is not rendered reg 
istrable by prefixing thereto the word “Deacon.” 

















The name “Deacon Brown” in script type, with a scroll extending 
across all the letters except the “D” and having the letters “D” and “B” 














connected across the top by two flourishes, is not in such a distinctive 





form as to be registrable as a trade-mark 







In re Artesian Manufacturing Co., 53. 





The ordinary surname “Collier” is not rendered registrable by placing 
it on a red package. 








Ix parte, Sinnamahoning Powder Co., 294. 








The 


mark, since its use would be likely to convey to the mind of the pur 





word “Copyright” is properly refused registration as a trade 











chasing public the impression that the goods had received the approval 
the Government 













parte, The Blish Milling 





§&. Ten Year Marks 














\ mark not recognized as a trade-mark at common law is registrable 
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under the ten-year clause, if it satisfies the statutory requirement of ex- 
clusive use. 

Exclusive use under this clause of the law means the right to 
exclusive use and is not impaired by the unlawful acts of one who seeks 
to pirate the good will of the mark. 

Thaddeus Davids Co. v. Cortlandt I. Davids, e¢ al., 215. 





3. INTERFERENCE. 
























The Examiner of Interferences should take cognizance of the merits 
of motions to dissolve, sufficiently to refuse transmission to motions that 
are wholly groundless. 

A motion to dissolve an interference on the ground that coffee and 
cocoa are goods of different descriptive properties is properly refused 
transmission, in view of the ruling of the Court of Appeals of the Dis- 
trict of Columbia in the case of Halter Baker & Co., Ltd. v. Harrison. 
Stollwerck Bros., Inc. v. Lucerne Anglo-Swiss Milk Chocolate 

Co. v. Hoffman, 300. 


When on a motion to dissolve an interference, the examiner of trade- 
marks holds that the question raised can not be decided on such a motion, 
he should dismiss the motion. 

Wm. A. Coombs Milling Co. vy. Barber Milling Co., 143. 


The question whether there has been such a deceptive use of the 
mark by one of the parties as to bar his right to registration, is not one 
to be determined on a motion for dissolution of interference. It can be 
raised at final hearing. 

Wm. A. Coombs Milling Co. v. Barber Milling Co., 143. 


When, after the filing of a notice of opposition by the owner of a 
registered trade-mark, an interference is declared between the registration 
of the opposer and the application, the interference should not be sus- 
pended pending the final determination of the opposition except by consent 
of the parties. 

Wm. A. Coombs Milling Co. v. Barber Milling Co., 08. 


4. OPPOSITION. 


Where a notice of opposition was filed, signed by the attorney and 
two days thereafter duly verified by an authorized officer of the cor- 
poration in whose behalf it was filed, there was no irregularity in the 
filing. 

Collins & Co. v. Meyer, 337. 


To sustain an opposition to the registration of a trade-mark, facts 
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nust be shown from which an inference of damage to the opponent may 






be drawn. Proof that the mark is public property is not enough, without 
evidence that the opponent has used the mark. 
Underwood Typewriter Co. v. A. B. Dick Co., 35. 




















\fter an opposition to the of a trade-mark has been 
led, the opposition proceedings should not be terminated without a 
formal order sustaining or dismissing the opposition. 


Wm. A. Coombs Milling Co. v. The Dewey Bros. Co., 301. 


registration 


REFUSAL TO REGISTER 










The action of the Examiner of Trade-Marks in refusing to register 
a mark, on the ground that the labels show a misbranding, will not be 
reviewed on petition, but only on a regular appeal, and payment of the 
fee required by the law. 


Ex parte, Zinn, 208. 







Where a trade-mark was refused registration by the Commissioner 
on appeal, on the ground that it was merely the name of the applicant, 
and thereafter the Trade-Mark Act was so amended as to permit the 
registration of the mark applied for, the amendment constitutes no 
ground for reopening the case 







Ex parte, The Willowcraft Shops, 296. 






When a trade-mark has been used by a third party prior to the date 
of adoption proven by the applicant, it is immaterial that the mark has 
not been registered by such third party, or that the use by him was 






inknown to the applicant. Registration should be refused. 


Justin Seubert, Inc. v. A. Santaella & Co., 42. 











6. Errect oF REGISTRATION 






Registration under the federal statute is prima facie evidence only 
of right to the exclusive use of the mark. It is liable to rebuttal and is 
overcome by proof that the mark was extensively used by others, 







throughout the country, for several years prior to its use by complainant. 


Spiegel, et al. vy. Zuckerman, et al., 213. 






\ mark registered under the ten-year clause is entitled to the full 
protection of the statute against infringement. In the case of a proper 






name, it would seem that this protection gives a monopoly in the use 
thereof upon the goods for which it is registered. 
Thaddeus Davids Co. v. Cortlandt I. Davids, et al. 


, 215. 





7. CANCELLATION. 





\n application for the cancellation of a mark registered under the ten- 
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year clause of the Trade-Mark Act is properly granted when the evidence 
shows that the registrant did not have exclusive use of the mark, during 
the ten years next preceding the passage of that act. 


Duluth-Superior Milling Co. v. Koper, 195. 





III. UNFAIR COMPETITION. 






















NATURE AND Basis oF WRONG 


§1. Definition. | a 
Untair competition is the passing off of one man’s goods or business ia 
< ' 4 
as those of another. 
Newport Sand Bank Co. v. Monarch Sand Mining Co., 116. 

| 
, | 4 
$2. Injury to Property. 
The private right of action for unfair competition is maintained, not | 
for the prevention of fraud upon the public, but for the protection of 
: : 4 
private rights of property. 
\. J. Reach Co. v. Simmons Hardware Co., 177. | 
To sustain an action for unfair competition, there must be invasion ; 
of some property right. Mere annoyance to the complainant’s patrons, 
10 actual loss of business therefrom being shown nor reasonably appre ; 
hended, does not afford a cause of action. . 
Postal Telegraph-Cable Co. v. Livermore & Knight Co., 260. 
; 
The owner of a business is entitled to protection in the good will 3 
thereof against unfair competition, as in his rights to tangible property. 
Ksselstyn v. Holmes, 167 
7 
2. WHat Competition 1s UNFAIR. : 


S1. Imitating Appearance of Article. 

The right to protection in the use of a certain appearance or form 
for an article rests upon the fact that such appearance or form has become 
distinctive of the particular manufacture. The right to restrain the 
use thereof is limited to such use as would confuse the article so dressed 
with that of the complainant. 


George G. Fox Co. v. Best Baking Co., et al., 245. 


The imitation of a merely decorative, as distinguished from a struc- 


ln a a eet ae i i a ath i than |” 


tural feature of an article, which gives to the article a distinctive appear 
ance, is a means of unfair competition. Imitation of the color of an | 
article enjoined. 


Howard Dustless Duster Co. vy. Carleton, 110 


nd a I aoe 
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The right to protection in the use of a distinctive color, as applied 
to an article of merchandise, depends upon priority over all others in 
the use thereof. Where complainant was not the first to use the color, 
he has no standing to restrain another from such use. 


Howard Dustless Duster Co. v. Carleton, 225 
The right to restrain imitation of the appearance of an article is not 
onfined to those features that are entirely useless or inconvenient, but 
extends to features that may in themselves involve some advantage of 
attractiveness and utility over the usual manner of presenting the article, 
but the combination of which is not required for the successful conduct 
of trade therein. 


George G. Fox Co. v. Best Baking Co., et al., 245 





The imitation of the pattern and style of construction of an article 
stitutes unfair competition only when it results in the sale of the imita- 
tive article as and for the original. This can occur only when the original 
article has acquired a reputation and has come to be known and identi- 
fied by its appearance and dress. The duplication of an article that is 
new and practically unknown on the market is not unfair competition, 
the distinctive marks of the original article not being reproduced. 
Rathbone, Sard & Co. v. Champion Steel Range Co., 250. 


§ 2. Imitating Structural Features. 
Imitation of the structural features of an unpatented article is not 
unfair competition. 


Burrowes, et al. y. Carrom-Archarena Co., et al., 300. 


The copying of essential structural features of an article is not unfair 
competition. The imitation of an original and distinctive style of type, 
not protected by patent, without fraudulent effort to pass the product off 
as made by the first manufacturer, is not actionable. 


Keystone Type Foundry v. Portland Pub. Co., 106. 


Such imitation of an article made by another as is necessary to the 
commercial manufacture of the article, and as arises from the need of 
complying with the requirements of the board of fire underwriters, gov- 
erning the use of the article, gives no ground for an action of unfair 
competition, 


Mississippi Wire Glass Co. v. Continuous Glass Press Co., 326. 





When the material, structure and design of an article were adopted 
for reasons of economy, efficiency and suitability to accomplish the 
desired result, the copying of such material, structure and design, ac- 
companied by no imitation of any decorative features of the article, the 
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name of the maker being prominently given, does not warrant the issuance 
of a preliminary injunction. 






























St. Paul Electrical Co., et al. v. McCrum-Howell Co., 305 





Structural features of an article, embodying advantages of utility, 
or necessary to the production of a marketable article, can not be mo- 
nopolized by any manufacturer. The form of mesh used by plaintiff, 
a manufacturer of wire glass, which was not original with the plaintiff 
and had been found to be the best in practice, may be used by any com 
peting manufacturer. 


Mississippi Wire Glass Co, vy. Continuous Glass Press Co., 326. ‘ 


$3. Use of Descriptive and Geographical Terms. 


To restrain the use by another of a descriptive or geographical term, 
the plaintiff must show that it has acquired a secondary meaning, as 
indicating his goods in distinction from those of a different origin. 

A. J. Reach Co. v. Simmons Hardware Co., 177. 

\ geographical termi may not be exclusively appropriated as the 
name of a product by any one person, but when by long association 


! 


with a certain article it has acquired a secondary meaning, and has be 
come distinctive of such article in the minds of the purchasing public, 
the use of the uname by another, in such manner as to divert the trade 
of the first user, will be enjoined. 


Newport Sand Bank Co. v. Monarch Sand Mining Co., 116. 


The right to protection against unfair competition does not imply 
the right to restrain the use of a descriptive or geographical term in 
the proper sense and with its usual meaning, but only to restrain -such 
use as tends to cause the goods of one person to be taken for those of 
another. 





A. J. Reach Co. v. Simmons Hardware Co., 177. 

The fact that a geographical or descriptive term has acquired a sec 

ondary meaning, as indicating the goods of a particular manufacturer, 

gives the latter no exclusive right to the use of the term, but only a 

right to prevent its use, in a manner calculated to mislead the public 
as to the origin of the goods. 


John T. Dyer Quarry Co. v. Schuylkill Stone Co., 63 


ee eee eee 


The words “American League” though first used by the defendant, 
as a name for baseballs of its manufacture, are properly used by the 
plaintiff to designate its baseballs adopted by the American League of , 
baseball clubs as the official ball for the games played by the league. : 


A. J. Reach Co. v. Simmons Hardware Co., 177 
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Under the circumstances shown, of secondary meaning attaching 
to the mark, the use of the name “Javarice Powder” on a product of 
different origin is calculated to deceive, and should be enjoined.  In- 


junction granted also against imitation of packages. 








Wertheimer, et al. v. Batcheller Importing Co., 114. 












Plaintiff used the word “Ruberoid” as a mark for flexible roofing. 
Defendant used the word “Rubbero” as a trade-mark for similar goods. 
There was no imitation of plaintiff's labels in their arrangement, color 








ry general appearance. Held, defendant was not guilty of unfair com- 
petition. 


Standard Paint Co. v. Trinidad Asphalt Mfg. Co., Io. 













The terms “Spanish Tile” and “Cohesive Tile,” having come to 
ndicate to the public arches of the complainant’s make, their use by 
defendant should be enjoined, except in connection with a specific state- 
ment that they are not made by the complainant, the original maker of 
such arches. 






R. Guastavino Co. v. Comerma, e¢ al., 20. 





§4. Trade and Corporate Names. 
The purchaser of the good will and trade-name of a bankrupt cor- 
poration is entitled to protection in the use thereof, though it does not 
arry on business under the name of the bankrupt. 








The use of the trade-name “Reilly,” by the purchaser of three out of 
twenty-one stores formerly owned by the bankrupt, is a trespass upon 









the rights of the seller and should be enjoined, when the right to use the 
name of the bankrupt was specifically reserved from the sale. 
John Van Dyk Co., et al. v. F. V. Reilly Co., et al., 317. 








When by reason of similarity in corporate names, the public is likely 
to be misled into the belief that the business of one company is con- 
nected with or is the outgrowth of the business of another, and the 
custom of the latter is likely to be thereby diverted, a cause of action 
for unfair competition exists. In the absence of any probability of 
deception, there is no cause of action. 













Travelers’ Insurance Machine Co. v. Travelers’ Insurance Co. 
of Hartford, Conn., 236. 





The use of a corporate name may be enjoined where it infringes 


mn 


| the trade-name in earlier use by an individual or partnership. 


Rosenberg, et al. v. Fremont Undertaking Co., 250. 








The organization by a former manager of the bankrupt corporation, 
Robert B. Reilly Company, of a rival corporation under the name F. V. 
Reilly Co., and the use by such corporation of the trade-name “Reilly” 
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is likewise a trespass upon the rights of one purchasing the business 
and good will of the bankrupt. 
James Van Dyk Co., et al. v. F. V. Reilly Co., et al., 317. 


The owner of a secret remedy, suing for infringement of the trade- 
name used thereon, need not prove that the remedy bearing the infringe- 
ment is not made according to his formula. 


Mark Jacobs v. Joseph Beecham, 55. 


§5. Other Instances. 


The reproduction in a catalogue of statuary offered to the trade, of 
copyrighted photographs employed by a competitor in a similar catalogue, 
and made from the statues imported and prepared by the latter for its 
trade, is not unfair competition. 

Da Prato Statuary Co. v. Giuliani Statuary Co., 292. 


The manufacture and sale of a typemaking machine, with which may 
be cast a peculiar style of type, devised by complainant, but not protected 
by patent, does not constitute unfair competition. 


Keystone Type Foundry yv. National Compositype Co., 22. 


The French liquidator of the order of Carthusian monks or his 
grantees enjoined from using the word “Chartreuse,” as the name of their 


product, or otherwise, without clearly distinguishing such product from 
that of the monks. 


Pere Alfredo Luis Baglin v. Cusenier Co., 147. 
Basis oF LIABILITY. 


§1. Intent. 


The mere intent to get the benefit of the advertising of a rival, 
by the manufacture of an appliance which is a reproduction of the latter’s 
article in all essential particulars of form and structure, does not make 
the act of imitation unfair competition. An act lawful in itself is not 
made unlawful by the intent that prompted it. 

St. Paul Electrical Co., et al. v. McCrum Howell Co., 305. 


§ 2. Deception of Purchaser. 

To justify the intervention of equity, proof of actual deception is 
not necessary. In cases of this character, the intent to deceive is the 
gravaman of the offence. 

Newport Sand Bank Co. v. Monarch Sand Mining Co., 116. 


In a suit based upon imitation of complainant’s display cards used 
extensively for several years, in the sale of hooks and eyes, proof of 
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actual deception is not necessary, when the imitation is so close that con- 


fusion must result therefrom. 


\merican Pin Co. vy. Berg Brothers, 234. 


§ 3. Similarity of Business. 

The business of making and vending automatic machines for the 
sale of policies of accident insurance is not so like the business of issuing 
such policies that confusion can arise in the conduct of the respective 
indertakings. 

Travelers’ Insurance Machine Co. v. Travelers’ Insurance Co., 
of Hartford, Conn., 236 


The manufacturer of advertising novelties is engaged in a business 
so diverse from that of a telegraph company, that the simulation of the 
latter's envelope with one intended for the mailing of advertising matter, 
can not be regarded as unfair competition, but is mere mimicry. To 
sustain an action thereon, actual deceit and injury to the complainant’s 
business must be shown. 

On the facts, held that the defendant’s device was likely rather 
to amuse than to annoy, and while calculated to enlist the attention of 
the recipient, could not be regarded as an interference with the business 
of the telegraph company. 


Postal Telegraph Cable Co. vy. Livermore & Knight Co., 260. 


§ 4. Acts of Dealers 
\ manufacturer is not responsible for the fraud of dealers, in 
falsely representing his goods as of another’s make, when he has done 
all that the law requires to distinguish his goods from those of the other 
manufacturer. 


Rathbone, Sard & Co. v. Champion Steel Range Co., 259. 
4. EXTENT oF RELIEF. 


The fact that defendant entered a certain territory after com- 
plainant’s goods had been there introduced will not justify a differentia- 
tion of that territory for the purpose of limiting the application of the 
decree, where the complainant has failed to make a case entitling him 
to relief generally. 

Rathbone, Sard & Co. v. Champion Steel Range Co., 250. 


Where the defendant’s trespass is flagrant and shameless, no costs 
will be awarded him, on dismissal of the bill by reason of the complain- 
ant’s misrepresentations. 

Hazlett v. Pollack Stogie Co., et al., 220. 
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